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     Surprise parties can be fun, but intellectual property issues are a party that require proper 
planning.  This paper discusses two areas of intellectual property law relevant to the real estate 
industry.  First, this paper explains how you can vet, protect, monitor, and enforce your rights in 
your project names and trademarks.  Second, this paper discusses the theories of liability that 
may attach to a landlord for intellectual property infringement by tenants and best practices for 
minimizing the risk of being held liable for such intellectual property infringement. 
 
I. Clearing Project Names, Protecting Project Names and 

the Substantial Benefits of Doing Due Diligence at the Outset 

Choosing the name for your property, real estate project, or real estate business is one of 
the most important decisions you will make in shaping your brand.  Your name is how 
consumers will remember you and your services and tell you apart from your competitors.  There 
are many considerations when picking a name.  You may be inclined to pick a name that quickly 
signals to your customers what kinds of services you offer, the identity of the owner of the 
business, or where the business is located. Or you may want to set yourself apart from your 
competitors by picking a truly unique name.  When narrowing down your list of potential names, 
it is important to consider the trademark implications, such as whether that name is already used 
by another entity for similar good or services, and how easy it will be to enforce your rights in 
that name against others in the future. 
 

A trademark is a word, symbol, or design (or combination thereof) that signals to 
consumers who provides the goods and services that are rendered under that trademark.  For 
example, when you see the Swoosh design on the side of a shoe, you know the shoe is made by 
Nike. 
 

In the United States, trademark rights are established by using the trademark in 
commerce, and the trademark owner will generally have rights in the trademark in connection 
with the goods and services that it provides under the mark. 
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A. The Spectrum of Trademark Distinctiveness 
 

If you want to be able to prevent competitors or other entities from using your trademark 
or confusingly similar trademarks, it is important to pick a strong mark.  It is helpful to think of 
the strength of the mark as a sliding scale, as shown below: 

 
 
GENERIC      DESCRIPTIVE     SUGGESTIVE     ARBITRARY/COINED 

 
 

 Weaker        Stronger 
 
 

1. Generic Terms 
 

On one end of the scale are generic terms, which have no trademark 
significance.  Generic terms are the name of a category of products or services, and are not 
protectable. 
 

Examples of generic terms include cereal, bike shop, condominium.   
 

2. Descriptive Marks 
 

A mark is considered descriptive when “it describes an ingredient, quality, characteristic, 
function, feature, purpose, or use” of the goods of services with which it is used. In re Bed & 
Breakfast Registry, 791 F.2d 157, 229 USPQ 818 (Fed. Cir. 1986) (holding that the alleged mark 
BED & BREAKFAST REGISTRY was descriptive of services for lodging reservations); In re 
Bright-Crest, Ltd., 204 USPQ 591 (TTAB 1979) (holding that the alleged mark COASTER-
CARDS was merely descriptive of a coaster suitable for direct mailing).  Descriptive marks may 
not be registered on the Principal Register in the United States, but they may be registered on a 
different part of the federal trademark register known as the Supplemental Register. 

 
The Supplemental Register provides the registrant with certain advantages over a non-

registered mark: (1) the registrant can use the ® symbol with the mark; and (2) the registration 
can be cited against and block a later-filed application to register a confusingly similar mark for 
closely related goods or services.  Registration on the Principal Register affords the owner of 
the mark further advantages, including: (1) prima facie evidence that the registrant has the 



 

 3 

exclusive right to use the mark nationwide on or in connection with the goods or services that are 
designated in the registration; (2) a presumption that the registrant is the owner of the mark; (3) 
the ability to use the registration as the basis for a trademark application in many other countries 
and jurisdictions; (4) the possibility that the mark may become incontestable after five years of 
registration; and (5) the possibility of recovering treble damages, attorneys’ fees, and other 
remedies in an infringement action. 
 

The owner of a descriptive mark can also register its mark on the Principal Register if the 
owner can show what is known as “secondary meaning” or “acquired distinctiveness.”  This 
means the owner must show that consumers who see the mark recognize it not as merely 
describing goods or services, but as indicating the source of goods or services.  For example, the 
mark AMERICAN AIRLINES is descriptive because it describes an airline that flies in the 
United States, but the mark has acquired secondary meaning because consumers who see the 
mark AMERICAN AIRLINES know from its many years of use, advertising and promotion that 
the mark identifies a specific airline.   
 

Examples of protectable descriptive marks include THE FOOD NETWORK and the SAN 
DIEGO ZOO.   
 

3. Suggestive Marks 
 

Suggestive marks are terms that suggest a quality or characteristic of the goods and 
services.  Suggestive marks require some imagination, thought, or perception for a consumer to 
determine the nature of the goods or services offered under the mark.  The mark MICROSOFT, 
for example, does not directly describe what goods or services are offered, but it does suggest 
that goods and services might be software for (micro)computers.  There is no bright line between 
descriptive and suggestive marks, and the determination of a mark’s descriptiveness is a fact-
intensive inquiry.  Some factors that weigh in favor of a finding that a mark is suggestive 
include: 

• The mark is an unusual or unique combination of terms not typically used to describe the 
goods (e.g. NETSCAPE for software for navigating the internet “landscape”). 

• The mark has an incongruous meaning in relation to the goods or services (e.g. a reverse-
order term (e.g. SEASON ALL for door and window products) or a term whose literal 
meaning does not describe the goods or services (e.g. ROACH MOTEL for a pest trap). 

• The mark is a “play” off of a more famous phrase (e.g. SUGAR & SPICE for bakery 
products). 
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• The mark has more than one meaning, a double-entendre (e.g. NO BONES ABOUT IT 
for fresh pre-cooked ham). 

 
4. Arbitrary Marks 

 
An arbitrary mark is a term with a common meaning that has no relation to the goods or 

services being offered. 
 

Examples of arbitrary marks include APPLE (computers) and WILD TURKEY (whiskey). 
 

5. Coined or Fanciful Marks 
 

These marks are terms that have been invented for the sole purpose of functioning as a 
trademark and do not have any other meaning.  These are the strongest and most protectable 
marks.   
 

Examples of coined or fanciful marks include EXXON, XEROX, and ZILLOW. 
 

B. Is Your Mark Protectable? 
 

Determining where a mark falls on the sliding scale described above helps in assessing 
the strength of a mark and whether the mark can be registered on the Principal 
Register.  Companies may be drawn to descriptive marks because a descriptive mark lets 
consumers know exactly what kinds of goods and services a company is offering under that 
mark.  There are several downsides of choosing a descriptive mark, however.  First, you may be 
unable to stop others from using confusingly similar marks.  Under the trademark system in the 
United States, everyone is permitted to use marks in a descriptive manner.  If you pick a 
descriptive mark, and you wind up as a commercial success, you may end up having to live with 
your competitors using a similar mark and piggybacking off your hard earned success. 
 

Consider the following example: 
 

You are opening a new apartment complex in La Jolla, California.  Your marketing team 
falls in love with the name LA JOLLA PARK APARTMENTS, so you select that 
name.  Your apartment complex is a resounding hit and has a waitlist for several coveted 
apartment styles.  A year later, another residential housing complex opens up down the 
street called LA JOLLA PORT APARTMENTS. This new complex is eager to syphon 
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the goodwill that you have built, and to lure tenants who have read about your great 
property.  Will you be able to stop them from using that name? 

 
In this example, your use of the mark LA JOLLA PARK APARTMENTS is descriptive 
because it immediately describes the services you provide, namely, a residential 
community in the city of La Jolla, California.  Even though the second mark LA JOLLA 
PORT APARTMENTS is very similar to your mark and is offering the identical services, 
the second mark is also descriptive, and for that reason, will be permitted to coexist 
alongside your mark.   

 
Another downside of choosing a descriptive mark is that the descriptive nature of your 

mark may prevent your mark from being registered on the Principal Register in the United 
States.  Descriptive marks may be registered on the Principal Register only if the owner is able to 
show that the mark has acquired distinctiveness in the minds of consumers and therefore acts as 
an identifier of the source of the goods or services.  To establish that a descriptive mark has 
acquired distinctiveness, the mark owner submits evidence such as the length of use of the mark 
(in years), proof that the mark owner has substantially exclusive use of the mark, sales revenues, 
advertising expenditures, and unsolicited press attention.  It typically takes years of use to amass 
sufficient evidence to prove that a descriptive mark is recognized by the public not as merely 
describing services but as indicating the source of services.  During that time, when a mark 
owner is building goodwill in a descriptive mark, the mark is not protected and is vulnerable to 
use by third parties.  Substantial third party use of the descriptive mark during this period of 
investment will make it more difficult for the mark owner to ultimately demonstrate that it has 
substantially exclusive use of its mark, which is required to prove that the mark has acquired 
distinctiveness. 

 
If you choose a descriptive mark, and are successful registering it on the Principal 

Register, there remains another downside – the expense of enforcement.  Policing efforts for a 
descriptive mark can easily begin to resemble a very pricey game of “Whack-A-Mole.”  To the 
extent a third party is using the mark or a term very close to it to describe its own goods or 
services, that use is a fair use and is permissible.  See 15 U.S.C. § 1115(b)(4).  To effectively 
police a descriptive mark, you will need to wade through the truly descriptive uses and carefully 
craft a strategy for policing infringing uses.  For those third party uses that do cross the line into 
infringement, the mark owner will undoubtedly hear the refrain that descriptive marks are 
entitled to a narrower scope of protection and, therefore, the infringer’s mark is not close enough 
to constitute an infringement.  Traversing through the noise of descriptive third party uses and 
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successfully policing a descriptive mark typically requires a sizeable financial investment.  
Suggestive and arbitrary marks are definitely cost savers.   
 

C. Is Your Chosen Name Infringing the Rights of Any Third Parties? 
 

Before settling on and investing in a new name, it is important to run a search to make 
sure that your chosen name is not infringing on the rights of any third parties.  Choosing a mark 
that is confusingly similar to another’s trademark can have serious consequences including the 
cost and stress of defending a trademark infringement lawsuit and/or having to rebrand your 
business.  This can be avoided by having your trademark counsel run a search. 
 

If you have settled on a proposed mark (or a few “finalists”) it can be a very good 
investment to contact your trademark counsel and have counsel run a search.  There are several 
search options, which are outlined below. 
 

• Full Search.  A full or comprehensive search generally refers to a report generated by an 
outside trademark search company that catalogs references to that mark and similar 
marks on the federal and state trademark registers, business name indexes, and web 
results. The search results will give you an idea of whether anyone else is using the mark 
you have chosen, how crowded the market is with similar marks, and whether the mark is 
available for registration for the goods and services you plan on rendering under the 
mark. 
 

• Knock-Out Search.  Your trademark counsel can also perform his or her own search 
using the federal and state trademark databases and other manual search options.  These 
results generally can give you a good idea of whether your mark is available for use and 
registration.  This process also can help you determine quickly which marks may not be 
worth investing in before deciding to order a full or comprehensive search report. 
 

• Social Media & Mobile App Searches.  Many full search reports and other trademark 
search functions do not include a search of social media platforms or mobile app 
databases by default.  Make sure that you know what your search covered and what kinds 
of searches you may need to run yourself or have your trademark counsel run manually. 
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D. Monitoring and Protecting Your Mark 
 

Once you have decided on a name and invested in putting that mark in use in commerce, 
it is important to protect your rights in the mark.  If a mark owner fails to police its mark, a court 
or the United States Patent and Trademark Office can deem the mark abandoned.  15 U.S.C. 
§ 1127.  There are many ways to police your marks, and many different people may take an 
active role in an effective monitoring plan for your company. 
 

Within your company, for example, it may be a good idea to delegate certain people to 
monitor competitors and the broader marketplace for anyone using similar marks.  It can also be 
helpful to train your employees so they understand the importance of reporting potential 
trademark infringement so that it can be properly evaluated.  When you have located a problem 
or you have questions on a third-party use, you can alert your trademark counsel for 
assistance.  Your trademark counsel can also set up regular searches of the trademark registries 
and the marketplace to locate new uses of similar marks. 
 

Once you have located a problem, what is the next step? If you notice another entity 
using your trademark, often the first step is to simply ask that entity to stop using the mark in a 
written communication.  Sometimes this is effective and the entity will agree to stop using the 
mark you identify.  It is often a good idea to memorialize in writing an infringer’s agreement to 
stop using a mark.  Other times, it may be necessary to initiate litigation to secure your rights in a 
trademark.  In the event a third party applies to register a mark that is confusingly similar to your 
mark on the federal trademark register, you might consider opposing the third party’s 
application.  An “Opposition” is a litigation proceeding that is filed with a branch of the United 
States Patent and Trademark Office called the Trademark Trial and Appeal Board 
(“TTAB”).  Proceedings before the TTAB are governed by a combination of the Federal Rules of 
Civil Procedure and the Trademark Rule of Practice.  Proceedings before the TTAB are similar 
to, but typically less expensive than, litigation in federal court because nearly all activity is 
conducted on the papers and the only issue to be decided is whether a trademark can be or 
remain registered on the Federal Register.  The TTAB does not have the authority to award 
damages or require a party to cease using a mark.  For any relief beyond preventing the 
registration or continued registration of a mark, litigation must be brought in federal or state 
court. 
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II. Potential Landlord Liability for Infringing Conduct by a Tenant 
 

Your commercial space has a great brand with substantial goodwill and is in high 
demand.  Two tenants with strong credit histories and growing businesses need space.  Consider 
the following scenarios.  One prospective commercial tenant runs a file-sharing service and may 
be facilitating copyright infringement.  The other prospective tenant manufactures products and 
is rumored to manufacture counterfeit products on the side.  Do you as the landlord have 
financial risk from the activities of these prospective tenants?  These questions pose issues of 
secondary liability for intellectual property infringement.  Landlords can protect themselves by 
knowing how and when to investigate the activities of a tenant and knowing what terms should 
be included in lease agreements related to intellectual property infringement. 
 

Secondary liability, or indirect infringement, occurs when a party does not directly 
infringe an intellectual property right, but instead materially contributes to, facilitates, induces, or 
is otherwise responsible for the direct infringement.  Courts generally recognize two kinds of 
secondary liability: vicarious liability and contributory liability.  In the United States, there are 
statutory rules for secondary liability for patent and trademark infringement, but for matters 
relating to copyright, secondary liability is based on developments in case law. 
 
A. Vicarious Liability 
 

In the copyright infringement context, vicarious liability has been widely accepted as a 
basis for liability.  Viewed as an extension of the doctrine of respondeat superior, courts have 
recognized that liability may fall onto those parties that profit from infringing activity and have 
the right and ability to prevent the infringement.  See, e.g., A&M Records v. Napster, 239 F.34d 
1004, 1022 (9th Cir. 2001). 

 
Applied to the landlord-tenant context, a landlord may be liable for vicarious copyright 

infringement when a tenant engages in copyright infringement, the landlord has the ability to 
control the actions of the tenant, and the landlord profits from the infringement.  It is not 
necessary that the landlord have knowledge of the infringement.  Courts have recognized two 
lines of cases in this area, those involving “dance hall” defendants and those involving 
“landlord” defendants.  See Shapiro, Bernstein & Co. v. H.L. Green Co., 316 F.2d 304 (2d Cir. 
1963) (recognizing two lines of cases and discussing their distinctions). 
 

In a case involving a “dance hall” defendant, Dreamland Ball Room v. Shapiro, Bernstein 
& Co., the plaintiff owner of copyrights in certain songs sued the proprietor of a concert hall 
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alleging that an orchestra performing in the concert hall had infringed the plaintiff’s 
copyrights.  36 F.2d 354 (7th Cir. 1929).  The Seventh Circuit held that the concert hall owner 
was vicariously liable for the orchestra’s copyright infringement because it had profited from the 
infringement.  Id.  The court stated, “[T]he owner of a dance hall at whose place copyrighted 
musical compositions are played in violation of the rights of the copyright holder is liable, if the 
playing be for the profit of the proprietor of the dance hall. And this is so even though the 
orchestra be employed under a contract that would ordinarily make it an independent contractor.” 
Id.   
 

Courts have also found flea market operators to be liable for vicarious copyright 
infringement stemming from retailer-tenant’s infringing sales.  For example, in Shapiro, 
Bernstein & Co. v. H.L. Green Co., a flea market retailer-tenant was selling counterfeit 
recordings and the owner of the building was sued for vicarious copyright infringement.  316 
F.2d 304 (2d Cir. 1963).  Even though the owner was unaware of the infringement, the Second 
Circuit found that the owner had the power to cease the conduct of the retailer and that the owner 
enjoyed a direct financial benefit from the infringement.  Id.  The court therefore held the owner 
vicariously liable for copyright infringement.  Id.  
 

In cases involving a more customary landlord-tenant relationship, courts have held that a 
landlord who lacks knowledge of the tenant’s infringing acts and exercises no control over the 
leased premises is not liable for the infringing sales by its tenant.  See e.g. Deutsch v. Arnold, 98 
F.2d 686 (2d Cir. 1938); c.f. Fromott v. Aeolina Co., 254 F.2d 592 (S.D.N.Y. 1918).  In Deutsch 
v. Arnold, a tenant was accused of infringing a copyright relating to a chart for analyzing 
handwriting.  Deutsch, 98 F.2d at 687.  Though the Second Circuit held that the tenant was liable 
for copyright infringement, the court held that the landlord was not liable under a theory of 
vicarious liability because the landlord was not a partner to the tenant, did not receive financial 
benefit from the infringement, did not know of the infringement or any planned 
infringement.  Id. at 688.  The court stated, “Something more than the mere relation of landlord 
and tenant must exist to give rise to a cause of action by plaintiffs against these defendants for 
infringement of their copyright on the demised premises.”  Id. 

 
Although vicarious liability cases generally turn on two factors—the landlord’s right and 

ability to control the infringing tenant’s actions, and the landlord’s profit from the 
infringement—each case is highly fact specific, and courts can reach different conclusions in 
seemingly similar cases.  For example, in Fonovisa, Inc. v. Cherry Auction, Inc., the Ninth 
Circuit reversed a lower court’s non-infringement ruling for the defendant, which operated a 
market that rented space for vendors.  76 F.3d 259 (9th Cir. 1996).  A number of vendors sold 
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bootleg musical recordings that infringed the rights of the plaintiff copyright holder.  Id.  The 
circuit court held that the plaintiff stated a viable vicarious infringement claim because both the 
control and profit factors were met.  Id. at 264.  Regarding the control factor, the court pointed 
out that the defendant, Cherry Auction, “had the right to terminate vendors for any reason 
whatsoever” and that it “promoted” the market and “controlled the access of customers.”  Id. at 
262.  Although Cherry Auction did not receive a percentage of the vendors’ sales, the court 
found that the profit factor was met because it received profit from “admission fees, concession 
stand sales and parking fees.”  Id. at 263. 

 
In a similar case, Adobe Systems Incorporated v. Canus Productions, Inc., the defendant 

operated computer fairs where allegedly infringing material was sold.  173 F. Supp. 2d 1044, 
1046-47 (S.D. Cal. 2001).  As in Fonovisa, the defendant in this case received financial benefit 
in the form of entrance fees paid by customers.  The court, however, found this insufficient to 
establish profit from infringement because an issue remained as to whether the infringing 
products constituted a “draw” for consumers, thus tying the entrance fees to the infringement.  
Adobe Systems 173 F. Supp. 2d at 1052-53.  Regarding the control factor, the Adobe court 
admitted that the defendant resembled the Fonovisa defendant “in a number of ways,” in that 
both defendants promoted their respective trade shows, provided security service, controlled 
customer access to the shows, and even reserved the right to terminate vendors at any time.  
Adobe Systems 173 F. Supp. 2d at 1053.  Nevertheless, the Court held that, because the 
defendant did not have adequate personnel to police the booths for infringement, it did not have 
the practical ability to control its vendors.  Id. at 1054-55. 

 
As shown by the Fonovisa and Adobe cases, different courts can come to markedly 

different conclusions on the issue of vicarious liability, even in the presence of many similar 
facts.  However, these cases both illustrate the prevailing rule of thumb: the more control a 
landlord has over its tenants and the more directly the landlord’s profits are tied to infringing 
conduct, the greater the risk that the landlord could be found vicariously liable for its tenants’ 
infringement. 
 

B. Contributory Liability 
 

In contrast to vicarious liability, contributory liability is a theory of liability that 
addresses a person or entity who is not directly infringing but nevertheless making contributions 
to the infringing acts of others.  Courts generally require that the person or entity contributing to 
the infringement have knowledge of the infringement and that its contributions be material.  
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Liability for contributory infringement of a trademark is not expressly considered by the 
Lanham Act, but courts have recognized it as a cause of action.  In the trademark context, 
liability for contributory trademark infringement may extend to a defendant that induces another 
to infringe a trademark or who continues to provide services to another who the defendant knows 
or has reason to know is engaging in trademark infringement.  See Inwood Labs., Inc. v. Ives 
Labs., Inc., 456 U.S. 844 (1982); Fonovisa, 76 F.3d at 262.  Contributory patent infringement is 
governed by statute.  35 U.S.C. § 271(c).1 
 

A defendant may be liable for contributory copyright infringement if it has knowledge 
(or reason to know) of the infringement and knowingly induces, causes, or materially contributes 
to copyright infringement by another, but has not committed or participated in the infringing acts 
directly.  See, e.g., Metro-Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913 (2005); 
Sony Corp. v. Universal City Studios, Inc., 464 U.S. 417 (1984). 
 

In Fonovisa, the court held that the defendant market operator was liable for contributory 
copyright infringement because the operator had knowledge of the infringing activities of its 
vendors and materially contributed to the infringement.  Fonovisa, 76 F.3d at 264.  The court 
held that the operator had materially contributed to the infringement because it “actively strives 
to provide the environment and the market for counterfeit recording sales to thrive” by providing 
space, utilities, parking, advertising, plumbing, and customers.  Id.  Indeed, merely “providing 
the site and facilities for known infringing activity is sufficient to establish contributory 
liability.  Id.  (citing Columbia Pictures Indus., Inc. v. Aveco, Inc., 800 F.2d 59 (3rd Cir. 1986); 2 
William F. Patry, Copyright Law & Practice 1147). 
 

In Hard Rock Cafe Licensing Corp. v. Concession Services, Inc., the Seventh Circuit 
applied the Inwood test for contributory trademark liability to the operator of a flea market.  955 
F.2d 1143 (7th Cir. 1992).  The plaintiff did not provide proof that the flea market owner had 
actual knowledge of the infringing sales, but the Seventh Circuit held that contributory trademark 
liability could be imposed if the operator was “willfully blind” to the ongoing violations.  Id. at 
1149.  The court noted that a company “is responsible for the torts of those it permits on its 
                                                
1 “Whoever offers to sell or sells within the United States or imports into the United States a 
component of a patented machine, manufacture, combination or composition, or a material or an 
apparatus for use in practicing a patented process, constituting a material part of the invention, 
knowing the same to be especially made or especially adapted for use in an infringement of such 
patent, and not a staple article or commodity of commerce suitable for substantial noninfringing 
use, shall be liable as a contributory infringer.”  35 U.S.C. § 271(c). 
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premises knowing or having reason to know that the other is acting or will act tortiously.”  Id. 
(quoting Restatement (Second) of Torts 877(c) & cmt.d (1979)).  The Fonovisa court similarly 
held that a swap meet operator was liable for contributory trademark infringement because “a 
swap meet cannot disregard its vendors’ blatant trademark infringements with 
impunity.”  Fonovisa, 76 F.3d at 265. 
 

C. Takeaways from the Case Law 
 

How a landlord should adjust its practices depends on the type of space being leased, the 
tenant’s use of the space, the business area of the tenant, and the control that the landlord 
exercises over its tenant’s activities.  Generally, in a standard landlord-tenant relationship, in 
which the landlord does not supervise the activities of a tenant, the landlord has limited risk of 
being held secondarily liable for its tenant’s infringement.  But, as the flea market cases 
illustrate, if the landlord has reason to believe a potential tenant may engage in infringement, it 
may be necessary to closely monitor the tenant’s activities to limit the risk of contributory 
liability based on the fact that the landlord knew or had reason to know of the tenant’s 
infringement. 

 
However, if there is no reason to suspect that a tenant is infringing, actively policing the 

tenant’s activities and maintaining a high level of control over the tenant could actually increase 
the risk of being held vicariously liable.  This is because the “right and ability to control” the 
infringement (along with profiting from that infringement) is a major factor in determining 
vicarious liability, while knowledge of the infringement is not. 

 
For existing tenants, knowledge of the contractual landlord-tenant relationship is 

important in determining what steps should be taken to mitigate risks.  For example, let us 
assume that a landlord and its commercial tenant have a contract that forbids a commercial 
tenant from engaging in any illegal activity and expressly states that the landlord has the right to 
monitor and police the tenant’s activities.  Additionally under the contract, the landlord receives 
a percentage of the tenant’s profits.  As in the music venue cases, this landlord may be at risk of 
vicarious liability given its right to control the tenant and its profit from infringing sales.  A 
landlord can manage risk by avoiding carving out specific lease terms that allow the landlord to 
control infringing activities, by avoiding becoming a financial partner of the tenant, and by 
limiting its financial interest in the tenancy to the regular lease payments. See Deutsch v. Arnold, 
98 F.2d 686 (2d Cir. 1938).  
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Another recent and related challenge that landlords may need to consider relates to the 
provision of internet access to tenants.  It has become increasingly common for landlords to 
provide wired or wi-fi internet access to tenants.  Offering such internet access may sweeten the 
deal when signing up a new tenant, but it is important for landlords to understand any potential 
risks that this offer may have relating to intellectual property infringement. The lease may 
prohibit the tenant from running servers, file sharing, or using the internet access for illegal 
activities.  However, landlords should consider whether they are monitoring or supervising web 
traffic or otherwise collecting knowledge of probable infringing activity that could expose them 
to secondary liability for any copyright, trademark, or patent infringement associated with such 
internet usage. 

 
Although case law involving vicarious and contributory infringement of landlord internet 

access providers is still developing, the general principles of vicarious liability and contributory 
liability are likely applicable.  If a landlord provides internet access to a tenant it knows to be 
infringing, there is a risk that providing internet access is enough of a material contribution to 
infringement to expose the landlord to contributory liability.  Similarly, if the landlord actively 
monitors the tenant’s internet access and directly profits from the infringement, the landlord 
could feasibly be liable for the infringement under a theory of vicarious liability. 

 
When deciding on tenants and constructing lease provisions, it is important to recognize 

what you and your company presently know about the tenant, and to take into account all aspects 
of the prospective relationship.  Does the tenant engage in activity that has a high risk of 
copyright or trademark infringement, such as selling discount software, producing knock-off 
accessories, or operating a file-sharing website?  Are you aware of past infringement by this 
tenant?  If so, you may wish to guard against contributory liability by including provisions that 
enable you to more closely monitor the tenant, such as requiring the tenant to agree to regular 
reporting of its activities or financial statements or permitting inspection of the leased premises 
in accordance with local laws.  Landlords might also consider creating an event of default in the 
lease upon the landlord’s discovery of intellectual property infringement by the tenant.  
However, if you have no reason to suspect infringement and no practical ability to police the 
tenant’s activities, the same provision would serve little use, and could potentially increase risk 
for vicarious liability. 
  

III. Conclusion 
 

Every business, including all types of real estate businesses, should be aware of the 
opportunities and potential pitfalls of intellectual property law to avoid unfortunate surprises 
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down the road.  Knowledge of the strength and availability of a potential business name, logo, or 
other trademark can serve to make your business stronger in the long run and prevent your 
competitors from riding the coattails of your success.  And knowing the pitfalls of secondary 
infringement liability while drafting or executing a lease can reduce the risk of being held liable 
for your tenant’s actions. 

 
Business owners should think about these issues and discuss them with knowledgeable 

intellectual property attorneys early in the decision making process.  After all, it is never 
fashionable to be late to your own surprise party. 


